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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments with respect to claims 1-16 have been considered but are 
moot in view of the new ground(s) of rejection. Claim objection of claim 5 is withdrawn 
and claim rejections of claims 1-13 under 35 U.S.C. 112 second paragraph are 
withdrawn. Currently claims 1-16 are pending for examination. 



2. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). Further more, the teaching of Utsunomiva and Teraiima are analogues because 
Utsunomiva 's teaching is related to a printer and Terajima's teaching is related to a 
facsimile apparatus with printing function implemented through a record unit (Teraiima , 
Fig. 1, ref. 102) consisting of a thermal printer or a ink-jet printer (Teraiima , col. 2, II. 45- 
51), wherein both teach an external memory ( Utsunomiva , Fig. 2, ref. 1043 and 
Teraiima , Fig. 1 , ref. 109), but Teraiima further teaches a sensor (Teraiima , Fig. 1 , ref. 
1 19) to detect if the external memory is connected or not and a controller ( Teraiima , Fig. 
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1, ref. 101) selecting where to store data base on the detection result of the sensor 
( Teraiima . col. 3, 1. 1 1 to col. 4, 1. 64), wherein the implementation including the sensor 
and the controller would increasing the data transferring integrity by ensuring that the 
external memory is properly connected before data transferring, therefore preventing 
the lost of communication result (Teraiima . col. 5, II. 3-9). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "said job data" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

As per claim 1 , it appears unclear which "said job data" the applicant is referring 
to as there appears to have no prior recitation of "a job data". Examiner will assume 
"said job image data" for the current examination. 

As per claims 2-7, claims 2-7 are rejected at least due to direct or indirect 
dependency on the rejected independent claim 1 . 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Utsunomiva (US Patent 6,999,186) in view of Teraiima (US Patent 5,309,251). 

5. As per claims 1 and 8, Utsunomiva teaches a data outputting printer, comprising: 
a receiving unit (input/output module 3000 of Fig. 3) that receives print jobs; 

a processing memory (Fig. 3, ref. 3008, 3009) that processes (i.e. processes by 
converting job image data to raster images) job image data for print jobs received by 
said receiving unit (Fig. 3 and col. 5, II. 40-67); 

an output unit (printer 1030 of Fig. 3) that, after processing of the job image data 
sent to said processing memory, outputs said job image data during a first output 
session (col. 8, II. 28-40), wherein the first output session is resulted from either the 
implementing the multiple-copy print or the single-copy print as the first copy is printed 
on the printer; 

a mounting unit for mounting an expansion memory (external memory 1043 of 
Fig. 2 ) used for data storage (HD 1043 of Fig. 3), wherein the hard drive is mounted as 
external memory for storing print data (col. 5, II. 5-16); and 
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a controller (printer controller 1031 and memory controller 1044 of Fig. 2) that, 
when said job image data is to be output multiple times (e.g. multiple-copy print) (col. 5, 
II. 5-32; col. 6, II. 20-44 and col. 8, II. 28-40), 

(i) stores the job image data in a storage destination memory (e.g. either 
the internal memory RAM 1037 or the external hard disk 1043 of Fig. 2-3) for a 
second output session and beyond (col. 5, 1. 40 to col. 6, 1. 44), wherein the job 
image data is stored in either the internal memory RAM or the external hard disk 
for printing the first copy, the second copy and beyond, and 

(ii) reads out said job image data from the storage destination memory 
and performs output for the second output session onward using the output unit 
(col. 5, 1. 40 to col. 6, 1. 44), as the stored job image data is read out from the 
corresponding storage destination memory and printed by the printer. 
Utsunomiva does not teach the data outputting printer, comprising: 

a detection unit that detects whether or not an expansion memory has been 
mounted to said mounting unit; and 

the controller that, when said job image data is to be output multiple times, 

(i) selects, based on the results of the detection by said detection unit, a 
storage destination memory for storing the job image data for a second output 
session and beyond and stores the data therein, and 

(ii) reads out said job image data from the selected storage destination 
memory and performs output for the second output session onward using the 
output unit. 
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Teraiima teaches a facsimile apparatus with a printing function comprising: 

a sensor (Fig. 1 , ref. 119) utilized for detecting whether or not a external memory 

(Fig. 1, ref. 109) is coupled to the control unit (Fig. 1 and col. 3, 1. 1 1 to col. 4, 1. 14); 

and 

a controller (Fig. 1 , ref. 101 ) that selects the storing of the received 
communication data in an internal RAM processing memory (Fig. 1, ref. 115) if the 
sensor does not detect the presence of the external memory (col. 4, II. 14-20) and if the 
external memory is detected to be present, the received communication data is to be 
stored in the external memory (col. 3, 1. 62 to col. 4, 1. 4), and prints the received 
communication data from either the internal RAM processing memory or the external 
memory, depending on where it was stored (col. 4, II. 47-64). 

It would have been obvious to one of ordinary skill in this art, at the time of 
invention was made to include Teraiima 's sensor into Utsunomiva 's data outputting 
printer. The resulting combination of the references further teaches data outputting 
printer comprising: 

the sensor (i.e. detection unit) utilized for detecting whether or not the external 
memory (i.e. expansion memory) has been mounted to the mounting unit; and 

the controller storing the job image data for printing of the second copy and 
beyond in the external memory if the sensor detects the presence of the external 
memory and in the internal RAM if the sensor does not detect the presence of the 
external memory, and printing the stored job image data by reading from either the 
external memory or internal RAM, depending on where the job image data was stored. 
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Therefore, it would have been obvious to combine Teraiima with Utsunomiva for 
the benefit of ensuring that the external memory is properly connected before data 
transferring increasing the data transferring integrity (Teraiima , col. 5, II. 3-9), and 
further more, also provide the benefit of reducing the cost of the printer as memory is 
saved ( Teraiima . col. 1 , 1. 52 to col. 2, 1. 5). 

6. As per claim 2, Utsunomiva and Teraiima teach all the limitations of claim 1 as 
discussed above, where Teraiima further teaches the data outputting printer comprising 
wherein when said detection unit detects that the expansion memory is mounted, said 
controller stores the job image data used for said second output session onward in said 
expansion memory (i.e. external memory), and when said detection unit detects that the 
expansion memory is not mounted, said controller stores the data used for said second 
output session onward in said processing memory (i.e. internal RAM) ( Teraiima , Fig. 3 
and col. 3, 1. 1 1 to col. 4, 1. 14), wherein the job image data is stored into the external 
memory only if the sensor detects the presence of the external memory, if the external 
memory is not present, the job image data is stored in the internal RAM. 

7. As per claim 3, Utsunomiva and Teraiima teach all the limitations of claim 2 as 
discussed above, where both further teach the data outputting printer comprising 
wherein if it is detected by said detection unit that the expansion memory is mounted, 
said controller outputs the job image data processed in said processing memory as is 
for the first output session ( Utsunomiva , Fig. 2-3 and Teraiima , col. 3, 1. 11 to col. 4, 1. 
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14), wherein the communication result is first stored in the RAM (processing memory) 
then later transferred to the external memory and prior to printing, if the external 
memory is removed, the data is printed from the RAM. 

8. As per claim 4, Utsunomiva and Teraiima teach all the limitations of claim 1 as 
discussed above, where Teraiima further teaches the data outputting printer comprising 
wherein said controller determines the storage format for the job image data used for 
the second output session onward in accordance with the results of the detection by 
said detection unit (Teraiima , Fig. 6 and col. 5, II. 29-50), wherein if data is stored on the 
external memory, the data would require proper formatting by the serial interface circuit 
for performing serial communication for data between the control unit and the external 
memory. 

9. As per claim 5, Utsunomiva and Teraiima teach all the limitations of claim 4 as 
discussed above, where Teraiima further teaches the data outputting printer comprising 
wherein the job is a print job sent from an external device, and when the mounting of an 
expansion memory is detected by said detection unit, said controller stores the input 
data in said expansion memory as image data resulting from processing in said 
processing memory, and when the mounting of an expansion memory is not detected 
by the detection unit, said controller stores the input job image data in said processing 
memory in an original format existing prior to its processing in said processing memory 
( Teraiima , Fig. 6; col. 3, 1. 1 1 to col. 4, 1. 14 and col. 5, II. 29-50), wherein if the external 
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memory is detected, the data is stored in the external memory after being properly 
processed by being formatted for serial communication and if the external memory is 
not detected, data is stored in the RAM without implementing the serial formatting. 

10. As per claim 6, Utsunomiva and Teraiima teach all the limitations of claim 1 as 
discussed above, where Utsunomiva further teaches the data outputting printer 
comprising at least one compression/decompression unit (i.e. compression/expand unit) 
that compresses data and decompresses compressed data ( Utsunomiva . col. 2, II. 8-67 
and col. 7, II. 22-32). 

11. As per claim 7, Utsunomiva and Teraiima teach all the limitations of claim 6 as 
discussed above, where Utsunomiva further teaches the data outputting printer 
comprising wherein said expansion memory stores data compressed by said at least 
one compression/decompression unit (Utsunomiva , col. 2, II. 8-67 and col. 7, II. 22-32), 
wherein data are compressed before being stored. 

12. As per claim 9, Utsunomiva and Teraiima teach all the limitations of claim 8 as 
discussed above, where both further teach the data outputting printer comprising 
wherein when said detection unit detects that the expansion memory is mounted, said 
controller stores the image data used for printing of a second copy onward in said 
expansion memory, and when said detection unit detects that an expansion memory is 
mounted, said controller stores the image data used for printing of the second copy 
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onward in said processing memory (Utsunomiya , Fig. 2-3 and Teraiima , Fig. 3 and col. 
3,1. 11 to col. 4, 1. 14). 

13. As per claim 10, Utsunomiya and Teraiima teach all the limitations of claim 9 as 
discussed above, where both further teach the data outputting printer comprising 
wherein if it is detected by said detection unit that the expansion memory is mounted, 
said controller prints out the first copy using the image data processed in said 
processing memory (Utsunomiya , Fig. 2-3 and Teraiima . col. 3, 1. 1 1 to col. 4, 1. 14). 

14. As per claim 1 1 , Utsunomiya and Teraiima teach all the limitations of claim 8 as 
discussed above, where Teraiima further teach the data outputting printer comprising 
wherein said controller determines a storage format for image data used for the second 
copy onward in accordance with the results of the detection by said detection unit 
( Teraiima , Fig. 6 and col. 5, II. 29-50), wherein if data is stored on the external memory, 
the data would require proper formatting by the serial interface circuit for performing 
serial communication for data between the control unit and the external memory. 



15. Claims 12-13 repeat the limitations of claims 6-7 and are therefore rejected 
accordingly. 
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16. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Utsunomiva (US Patent 6,999,186) in view of Kisaki (US Pub.: 2003/0035142), and 
further in view of Teraiima (US Patent 5,309,251 ). 

17. As per claims 14, Utsunomiva teaches a printer, comprising: 

a receiving unit (input/output module 3000 of Fig. 3) that receives print jobs; 

a work memory (RAM 1037 of Fig. 3) that includes a storage area (Fig. 3, ref. 
1032, 3007) used for storing image data, as well as a processing area (Fig. 3, ref. 3008, 
3009) used for processing (process by converting) image data to raster images for 
received print jobs (Fig. 3 and col. 5, II. 40-67); 

a printer unit (printer 1030 of Fig. 3) that prints image data after it has been 
processed in said processing area during (col. 5, 1. 40 to col. 6, 1. 44); 

a mounting unit used for mounting an expansion memory (external memory 1043 
of Fig. 2 ) used for data storage (HD 1043 of Fig. 3), wherein the hard drive is mounted 
as external memory for storing print data (col. 5, II. 5-16); 

a controller (printer controller 1031 and memory controller 1044 of Fig. 2) that, 
where the print job is a job in which multiple copies of identical images are to be printed 
(e.g. multiple-copy print) (col. 5, II. 17-32; col. 6, II. 20-44 and col. 8, II. 28-40), printing 
out a fist copy, a second copy and onward of the image data processed in said work 
memory or from an expansion memory. 

Utsunomiva does not teach the printer, comprising: 
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a detection unit that detects whether an expansion memory has been mounted to 
said mounting unit; and 
the controller that, 

(i) and when said detection unit detects that an expansion memory is 
mounted, prints out a first copy of the image data processed in said work 
memory and stores the image data stored in said work memory in said expansion 
memory and executes printing for a second copy onward via the printer unit 
using the image data stored in said expansion memory, and 

(ii) when said detection unit detects that an expansion memory is not 
mounted, executes printing for the second copy onward via the printer unit using 
the image data stored in said work memory. 

Kizaki teaches an image forming apparatus such as a digital copier, a facsimile 
machine, a printer, and a scanner ([0002]) comprising a data input/output control unit 
(Fig. 6, ref. 600) implementing multiple copies as a first copy is stored in and output 
from a primary memory device (semiconductor memory) (Fig. 6, ref. 606) and a second 
and following copies are stored in and output from the secondary memory device (hard 
disk drive: HDD) (Fig. 6, ref. 607) ([01 17]-[01 18]); 

It would have been obvious to one of ordinary skill in this art, at the time of 
invention was made to include Kizaki's printing of the first copy from the primary 
memory device and the second and following copy from the secondary memory device 
into Utsunomiva 's printer. The resulting combination of the references further teaches 
the printer comprising the controller that 



Application/Control Number: 10/775,080 Page 13 

Art Unit: 2181 

prints out the first copy from the primary memory device (i.e. semiconductor 
memory such as the work memory) as the image data is stored in the primary memory 
device; and 

prints out the second and following copies from the secondary memory device 
(i.e. external memory such as the HDD) as the image data is to be stored in the 
secondary memory device for the second and following copies. 

Therefore, it would have been obvious to combine Kizaki with Utsunomiva for the 
benefit of providing efficient transfer of image data concerning the primary memory 
device while using the second memory device having a larger volume as image memory 
(Kizaki . [0014]). 

Teraiima teaches a facsimile apparatus with a printing function comprising: 

a sensor (Fig. 1 , ref. 119) utilized for detecting whether or not a external memory 

(Fig. 1, ref. 109) is coupled to the control unit (Fig. 1 and col. 3, 1. 11 to col. 4, 1. 14); 

and 

a controller (Fig. 1 , ref. 101) that selects the storing of the received 
communication data in an internal RAM processing memory (Fig. 1, ref. 115) if the 
sensor does not detect the presence of the external memory (col. 4, II. 14-20) and if the 
external memory is detected to be present, the received communication data is to be 
stored in the external memory (col. 3, 1. 62 to col. 4, 1. 4), and prints the received 
communication data from either the internal RAM processing memory or the external 
memory, depending where it was stored earlier (col. 4, II. 47-64). 



Application/Control Number: 10/775,080 Page 14 

Art Unit: 2181 

It would have been obvious to one of ordinary skill in this art, at the time of 
invention was made to include Teraiima 's sensor into Utsunomiva and Kizaki 's printer. 
The resulting combination of the references further teaches the printer comprising: 

the sensor (i.e. detection unit) utilized for detecting whether or not the external 
memory (i.e. expansion memory) has been mounted to said mounting unit; 

the controller that, 

when the sensor detect that the external memory is mounted, prints out 
the first copy from the primary memory device (i.e. semiconductor memory such 
as the work memory and the internal RAM) as the image data is stored in the 
primary memory device, and 

stores the image data in the primary memory device into the secondary 
memory device for implement the print out of the second and following copies 
from the secondary memory device (i.e. external memory such as the external 
HDD).; and 

when the sensor detects that the external memory is not mounted, prints 
out the second and following copies utilizing the image data stored in the primary 
memory. 

Therefore, it would have been obvious to combine Teraiima with Utsunomiva and 
Kizaki for the benefit of ensuring that the external memory is properly connected before 
data transferring increasing the data transferring integrity ( Teraiima , col. 5, II. 3-9), and 
further more, also provide the benefit of reducing the cost of the printer as memory is 
saved (Teraiima , col. 1 , 1. 52 to col. 2, 1. 5). 
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1 8. As per claim 1 5, Utsunomiva . Kizaki and Teraiima teach all the limitations of 
claim 14 as discussed above, where Utsunomiva further teach the data outputting 
printer comprising at least one compression/decompression unit that compress image 
data input from said processing area, decompress compressed image data and output 
decompressed image data to said processing area (Utsunomiva , col. 2, II. 8-67 and col. 
7, II. 22-32), since data are compressed before being stored, said data must also be 
decompressed before being printed. 

19. As per claim 16, Utsunomiva , Kizaki and Teraiima teach all the limitations of 
claim 15 as discussed above, where Utsunomiva further teach the data outputting 
printer comprising wherein said expansion memory stores image data compressed by 
said at least one compression/decompression unit ( Utsunomiva , col. 2, II. 8-67 and col. 
7, II. 22-32), wherein data are compressed before being stored. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chun-Kuan (Mike) Lee whose telephone number is 
(571) 272-0671 . The examiner can normally be reached on 8AM to 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fritz M. Fleming can be reached on (571) 272-4145. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



C.K.L. 
09/06/2003 




